TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 18

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte TIMOTHY P. FI TZGERALD, and
DAVI D J. ROTHER

Appeal No. 95-3161
Appl i cation 08/090, 9211

ON BRI EF

Bef ore URYNOW CZ, LEE and CARM CHAEL, Adni nistrative Patent
Judges.

LEE, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal under 35 U S.C. §8 134 from
the examiner's final rejection of clains 1, 5 and 9. Cains
2-4, 6-8 and 10-17 have been canceled. No clai mhas been

al | owed.

! Application for patent filed July 12, 1993. According to the appellants, the
application is a continuation of application 07/776,201, filed COctober 15, 1991, now
Pat ent No. 5, 255,251, which is a continuation-in-part of application 07/602,631, filed
Cct ober 24, 1990, now Patent No. 5,123, 000.
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Ref erences relied on by the Exani ner

Taylor et al. (Taylor) 5,153,862 Cct. 06, 1992
Tamachi JA 64-50275 Feb. 27,
1989

(Japanese patent)

The Rej ections on Appeal

Clains 1, 5 and 9 stand finally rejected under 35 U S. C
8§ 112, second paragraph, as being indefinite.

Clains 1, 5, and 9 also stand finally rejected under 35
U.S.C. §8 103 as being unpatentabl e over Tamachi and Tayl or.

The | nventi on

The invention is directed to an optical disk cartridge
handl i ng apparatus. The sol e independent claim claiml, is
r epr oduced bel ow:

1. An optical disk cartridge handling apparatus for
storing, handling, reading and witing of optical discs
stored in cartridges which store data, conprising:

(a) an encl osed cartridge nmagazi ne for
protection of the cartridges with an open front
renovabl e fromthe apparatus for | oading and
unl oading all the cartridges as a group in the
appar atus, the magazi ne having slots and
cartridge retainer neans therein for vertically
storing and rel easably holding the cartridges,
and a cartridge nagazine alignnent nmeans, to

i ndex and gui de the nagazine in one way only
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into and out of the apparatus for proper
orientation of the open front within the
appar at us;

(b) a flipper nmechani sm adapted to receive one
of the cartridges fromboth the magazi ne and a
vertically oriented optical disk drive with a
vertical cartridge slot and a flipper cartridge
retai ner nechanismto rel easably hold the
cartridge within the flipper.

(c) a picker nechanismconprised of a cartridge
pusher and picker nounted al ong, bel ow and

adj acent the flipper nmechanismfor noving the
cartridge into and out of the flipper nechani sm
fromboth the nmagazi ne and the optical disk
drive cartridge slot; and

(d) a horizontal traverse mechani sm bel ow t he
pi cker mechani sm for supporting and noving the
flipper nechanismalong a horizontal axis of
notion to |l ocate the flipper nechani sm adjacent

from both the nmagazi ne and the optical disk
drive.

Qi ni on
We do not sustain either rejection of clains 1, 5 and 9.
Qur consideration of the rejections does not go beyond the
reasons and rationale as presented by the exam ner in support

of the rejections.

The rejection for indefiniteness

We do not sustain the rejection of clains 1, 5 and 9 for

i ndefi ni teness.
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Claim1 recites, in pertinent part: "a cartridge nagazi ne
al i gnment neans to i ndex and gui de the nmagazine in one way
only into and out of the apparatus for proper orientation of
the open front within the apparatus” (enphasis added).
According to the exam ner (answer at pg. 4), the above-quoted
cl ai m |l anguage i s vague and indefinite because it is unclear
how "into and out of the apparatus” can be considered "in one
way only."

Qovi ously, the reference "in one way only" does not refer
to the direction of notion relative to the apparatus, since
the sane cl ause specifies the notion to be into and out of the

appar at us.

It is unreasonable to insist on reading the claimthat way,
since the specification does not support that readi ng and
since an alternative reasonabl e reading exists which is
consistent wwth the specification. The alignnent nmeans

provi des only one way for noving the nmagazine into and out of

the apparatus, in proper orientation, not many different ways
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for doing the same. 1In other words, the claimrequires that
there be no choices in what to do for noving the nmagazine into
and out of the apparatus if
the magazine is to be oriented properly in the apparatus. For
i nstance, with respect to claim1, it can be seen in Figure 1
that the tong 82 nust be aligned with and fit within groove
64, if the magazine 70 is to be properly oriented with the
appar at us.

Accordingly, clains 1, 5 and 9 are not vague or
indefinite. W do not sustain the rejection of clains 1, 5

and 9 on the ground of indefiniteness.

The rejection of clains 1, 5 and 9

as bei ng unpat entabl e over Tamachi and Tayl or

W reject the appellants’ argunent that the exam ner
ignored the claimrequirenent that the nmagazi ne alignnent
nmeans is for proper orientation of the open front of the
magazi ne within the apparatus. Even if Taylor’s nagazine is

desi gned to be noved
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into and out of the carrier 18 either end first, which the
appel | ants have not established to be the case, the resulting
orientation of the magazine in the apparatus would
neverthel ess be the proper orientation by design. Either end
of Tayl or’s magazi ne can reasonably be considered as the open
front. Taylor contenplates only one way for noving the
magazine into and out of carrier 18 in the apparatus, i.e., by
alignnment of rails 110 on the magazine wth flanges 112 on the
carrier (colum 7, lines 29-32). The "only one way" as
claimed by the appellants is net by alignnent of Taylor’'s
rails and flanges. The clains are not so specific as to
require that reversing the ends of the nagazine

necessarily constitutes a different way of noving the magazi ne
into and out of the apparatus. The claimterm "way" does not
have to be read so narrowy. Thus, the only way provided by
Tayl or for noving the nmagazine into and out of the apparatus
and in proper orientation is that of aligning the rails 110 on
the magazine with the flanges 112. It should be noted that
during exam nation, claimterns are properly construed
according to their broadest reasonable interpretation

consistent with the specification. In re Zletz, 893 F.2d 319,
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321, 13 USP@d 1320, 1322 (Fed. G r. 1990); ln re Yamanoto,

740 F.2d 1569, 1571, 222 USPQ 934, 936 (Fed. Cir. 1984); In re

Pear son, 494 F.2d 1399,

1404, 181 USPQ 641, 645 (CCPA 1974); In re Prater, 415 F.2d

1393, 1404, 162 USPQ 541, 550 (CCPA 1969). It cannot be
di sputed that the point or focus is on ensuring the proper
orientation of the magazi ne.

We al so reject the appellants’ argunent that Tamachi does
not disclose a flipper cartridge retainer nechanismto
rel easably hold the cartridge wwthin the flipper. Wile it is
true that the part 41 referenced by the exam ner is a portion
of the picker nmechanismwhich pulls a cartridge fromthe
stacker into the flipper 26, the sanme part continues to hold
the cartridge in the flipper while the cartridge is being
carried or noved by the flipper. The exam ner is correct that
Tamachi di scloses a flipper nmechanism 26 which includes a
flipper cartridge retainer mechanism Undoubtedly, part 41 is
a portion of the flipper
mechani sm 26. It is inconsequential that the sanme structure
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serves additional functions as a part of another nechani sm
We are persuaded by the appellants, however, that the
exam ner erred in finding that Tamachi discloses a picker

mechani sm which is along, below, and adjacent the flipper

nmechanism As is clearly shown in Tamachi’s draw ngs, and as

poi nted out by the appellants, Tanmachi discloses an integrated
flipper and picker mechani sm wherein the picker nechanismis
actually contained within the flipper nechanism 26. No
portion of parts 4la, 41b, 41c, 41d, or 30-46 inclusively, can
reasonably be deenmed to be below the flipper mechani sm 26.

The exam ner has not denonstrated the reasonabl eness of his
finding that Tamachi’s picker nechanismis below the flipper
nmechani sm 26 which includes the entirety of the structure
shown in Tamachi’s Figures 3 and 4. VWhile the claimdoes not
precl ude having portions of the picker nechanismlevel with or
above the flipper nechanism at |east a significant or
substantial portion of the picker nechanism if not the bul k
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t hereof, nust be placed below the flipper nmechanism That,
however, the exam ner has not shown to be so in Tamachi

For the foregoing reasons, we do not sustain the
rejection of clains 1, 5 and 9 as bei ng unpat entabl e over
Tamachi and Tayl or.

Concl usi on

The rejection of clainms 1, 5 and 9 under 35 U. S.C. § 112,

second paragraph, as being indefinite is reversed.

The rejection of clains 1, 5 and 9 under 35 U. S.C. § 103

as being unpatentabl e over Tamachi and Tayl or is reversed.

REVERSED
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STANLEY M URYNOW CZ,
Adm ni strati ve Patent

JAMESON LEE
Adm ni strative Patent
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Adm ni strative Patent
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